REMARKS 

Chums 1 v ^ and IS to 40 arc pending in iie apph^atwi, w nh cur;? s? 10 d" ra\ m» ho 
p?cvousl> canceled and chants J' ! to 40 having been p,cvs^usly aJcvV C'anrts L S and ."'S a <. 
independent, Fa\oraHe reconsideration and further e\arim.ifh>u ate itspcctfuUs requested 

!a Uk <,Hb\c Actvn. the claims wrc rejected undof "5 I '.S.C n KH ibi adepediy laasr 
:-■ comply wda -he uuhw requirement. In Particular, it was said ns the t mice Aavn. lhai 'the 
chain mast -cute ntoro than 10! judicial exception, in tii.it die process chain must set forth a 
otaedeai applicator, vul jadicia' exception to produced a - eal- ^orld vesaH \ H '^as i art her 
sasd tha* the ehur^ arc missing a practical application and. thceioro, '.he eiah v Jo not :ijuei th 
auhi> re<.ji:ncmc'r. Applicants respeetthiK disagree. As evplaueu in the e: teamed 
nsemoiaiKhsm i>om lohr. J Li\t. Deputy Commissioner h>r ^a'ettf h\aniiuaL-'n Po»1k\. 

\ piachoa! application m ih^ context v.an he iheiasuSt Jtoc.f, and doc- not 
leeane tb.il oVps or additional limitations be added t<^ the claims Jf is the o>u-i 
that shtfjild bo the focus If the resilt 1y,h a real world practice apphcaovu use, 
then the rcsi has Seen saih-d'ed /<?e e<'ti/m /.vaJ .>><v/vo. //.* aa\ ? ;^ ',<;;^i ;<<e 
'as;-,: i'/'v-: /,'cA /?i=; a^: aW ccvxv/V rst If. *en, "I ads aJdc 5 ) 

L"; th -.a-v. <~aeh nf the mJepcnueri claims L'tncrate.s , tea-e. J' ' ^erresp^d- to a H ucr> and 
i s j'k "U k isci I < |ia.k ' pikcatior Una.' ma\ be used to safest 

ntlsv.*K>k j -,a^(tM tu to I e w- er based on . roiUuer>. 1 has, the ■ napea res- 
t c^i n s t -<a ei 1 idfiaat^ npi ation use die-cote die tesa for practical 
n fhi. J M ! <■ ( id t i uMii^ ha Deput\ Ot T u nsocci". 
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R^aiem <. jt*^ <, f OO ^.e oi < -t^utes that ^a* n jn i K loi le-^rj' 
malt, i, i pei *>v Use ou o, < p rv >Uhk \ i 'bwjrtv '^xu K< v>ueea,0 jc< t >U 
l^au\re r to In \ l\ t u 'c&drJ , 5 w.>p^ o* ss\\ eh 1 - to* o^o* Ir 'i - . * e >K n ^ rv io < ie 
Federal Circuit, the Commissioner explicitly .sanctioned computer program claims thai were 
characterize*! as a computer program embodied in a tangible medium (in the ease of claim S, 
executable instructions in machine-readable memory). The Commissioner also agreed ibal the 
primed mutter doctrine is inapplicable to such claims. There is no requirement in hug 
Be aur egard for the pro-gram "to be executed directly or positively", as indicated in the Office 
Action. 3 As explained above, the invention of claim 8 also has a real world practical 
application/use. Therefore, claim 8 is believed to comply fully with §101 . 

Next, the Office Action states that there is no support for the feature of "machine- 
readable memory " in claims S and 35 to 40. Applicant respectfully directs the Examiner to page 
5, lines T? e-i seq. of the specification, in particular to memory 32, which stores instructions 36 
thai are executed to perform processes 50 and 100. Applicant respectfully reminds that 
Examiner that iealures of a claim need not be present verbatim in the .specification. In this case, 
it is clear that memory 32 is readable, e.g., by processor 30 (a machine) to perform the processes 
(otherwise, how would processor 30 obtain the instructions;, and that one of ordinary skill in the 
art would understand that memory 32 is machine-readable in this way. Accordingly, Applicant 
submits -hat there is clear support in the specification for "machine-readable memory''. 
Accordingly, withdrawal oft.be §112 rejection of claims S and 35 to 40 is respectfully requested. 
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h is believed that all of the \.rdi*j ~ a» bs uvt \<.u a JO*. .ov c* <. v ..♦Kuka* 
of a reply to a specific rejection, »\ s~ <n „o nri^nt *. o<.s , o \*an -> l$ a« inoi> ^ ox 
concession of thai rejection, issu* o „ommcn' b ..tkL k»i bud^c K\.*,ki^ ^ue s» 
•nay not be exhaustive, there ma; "C „as tor p i*cita n m ol " <■ l il »>< r< t <* v hn ms (o 
other claims) that have not been v*e>\td i n.h n> n.jitU pap x „ sfcw ik t>c u 
an intent to concede any issue w 1 t iv^aiC t, an\ e a»*r e\w.p ■> ^rou> x v ea x ♦ « 
paper, and the amendment of am Liar i oo^ not rx\.cwt h vty » x n v.v oi ot 
unpatentability of ihe claim prior to its amendment. 

in view of the foregoing amendments and remarks, Applicant respectfully submits that 
the application is in condition for allowance, and such action is respectfully requested at the 
fix ami uers earliest con v enienee. 

Applicant's undersigned attorney can be readied at the address shown below. AN 
telephone calls should be directed to the undersigned at 6 ! 7-521-7896. 

Please apply any lees or credits due in this case, including claims fees, to Deposit 
Account No. 06-105 referencing 109S4-601Q01. 
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Respectfully submitted, 
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{CUv as: 53 F.3d 1583} 



United Slates Conri of Appeals, 
Federal Circuit, 
a re Gary M, BEAUREGARD, Larry K, Loueks, 
Klioa Dang Nguyen and Robert j. 



May 12, 1995. 

Appeal was taken from order of the Board of Patent 
Appeals and Interferences rejecting computer 
program produet claintt on basis of printed matter 
doctrine. On Commissioners motion to dismiss 
appeal, the Coort of Appeals, Arcjier, Chief Judge, 
held thai appeal did sot present case or controversy, 
\\nere po!'i,s a* -e'\i :h,e prviieJ n.jicr 'toci-mc did 
«ot apply to compiitef program product claims. 



The- Commissioner of Patents and Trademarks moves 
to dismiss Gary M. Beauregard *1S84 et al.'s appeal. 
Beauregard responds stating that vacatur or reversal 
of fee Board of Patent Appeals 3rd interferences' 
dscteion and remaad to the Board is the appropriate 
disposition. Beauregard requests ib&t the remand 
order be issued as a precedential order. 

Briefly, oa August 4, 1994, die Board rejected 
Beauregard's computer program, product claims oa 
■he ba«s of she printed matter doctrine. Beauregard 
appealed. The Corarnis 
computer pro^niaTreWHwou 



Vacated and r< 





vpt > w i : 


vt <1,<1 


under 33 C: S\C > 10 i 


! v If Is V ^ i 


eel niidcr 


35 ii.SC ^ 103 and 


!o3." The Loismk-io: 


aer state*, 


that he agrees with B; 


va;d\ r\v tK'H c 


•i- appeal 


:!m; :-r.:;i.--. '::\-. : o 




ipi.eabK. 


Tiiii-. the: parties are 


m agreement that :ii 




controversy presently £ 


sists. 





West Keadaotes 

Patents €^>324.2 
"il^i-Cil M^:..Ci-d i .-■*■> 

Appeal fxom decision of the Board oi Paten* Appeals 
and Interference, rejecting computer program 
product claims o;i basis of printed matter doctrine, 
did not present case or controversy, where parties 
agreed that printed matter doctrine did not apply, and 
Cenmrissioatsr of Patents and Trademarks stated that 
computer programs embodied in tangible medium, 
such as floppy diskettes, were patentable. 35 

*1S83 Nar;e;.l. 1 ;nek. S-f. . Albm h 3>to.;j Deputy 
v. \ ^ i 5 . ' ai X- - <. So , uH , , ; 
ii-e Sol,, Arlington, V A, were on the Com'r of Patents 
md Trademarks motion to dismiss for lack of 



? ! IS ORDERS THAT: 

lis? Board's decision is vacated and the 
rsawided for further proceedings in accordat 
the Coiaratssioaer's concessions. 

53 F.3d :5s3. 35 U.S.KQ.iM WD 

END Of DOCUMENT 



Robert Greene Sterne. Sterne, Kessler, Goldstein &.- 

; o V. ^>it 'tNJ ^ s OS< \Pp< * ■),« , ^ nt'C 

to the Cora'rs motion to dismiss for lack of 
jurisdiction.. 

ON MOTION 



ARCHER, Chief iuf 



© 200? Thomson/West No Claim to Orig. U.S. Govt, Works, 



DAT!;; Apnl 12. 200? 

* 0; Technology Center Director 

FROM: John j. Love - 
i>epmy Coinnnssioner 
t<or Patent Examination Policy 

Cejtafe in^irfen^ have come to my attention in the application of the K^n r*.:*,^- 
> - - > u \ rr lh «M. ..VMh |lC f Mitt I » . v . - h - 

1 Slt ^«* aascs m the context of whether or nor - cl« r , r~ P , ,1 5 V l i4i i:i - 

» ior * ? iaclJca < appiicahon of an abstract idea, law «fpatn* „ r u f hn 

Jk ffira.cn Result 

A practical application in this context can be the result itself and does not ^ air . 
^monai itnntaoons be added to the claim. As stated in frue Street J^ikt^^T 
^miKrwncw Oror (f , Inc., 149 F3d 3368. 1573,47 u S PO>d J W u,,,. 
x oaty. we ho* that the transformation of data, reputing diVc^t, ^nt ^ " ' '*» 
® moums > °>' a * ad »^ ^ough a ^ries ofmaihematicai caLlaW, >n^l fir* 
Jare f ee, coyotes a practical applied of a t,atl«al 
>«> ^a. ^v^ato. ^a^enp^j^-^^ C0 . K vteafj r jpo 
**suu ~~ a finu snare price momentarily tlxed tor recording and reporting ~ 

rr^r acccpted and rdied upon by ^ - 

it is tie result that should be the locus. If the result has s real world p»c**l ^ii~» 
lately put, just the result itself Another example would he W £^££^ 



ion/ use, 
result Is 
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iiSg-.dlSgec.ii1c T enninolopy 

Anotsex area of inconsistency surrounds the use of the terms such as "determining " 
^csjcuiatmg," and sjniikr expressions. Some object to the.se as not creatine a rar»Sb*<? iw»t 
Mien le-rms may m fact he sufficient to establish a tangible re.su.lt. See. e.g~ Siaie&w M« 
t .M at i3?5, 47 USPQ2d at 1602 (holding the calculation of a number havine a red world v*i» 8 
f° ro be 3 " userm ' concrete, ^ tangible result") and Ami Corp. v. &x*l Comt»vrlct»i<m 
172 K3d l352 < 50 USP ^ 2d (Fed Or. 1999} (holding a method claim including 
gsnerauon or a message record for an interexchange call to be statutory The snecificstim 
sauulu DC ^errec 10 *'* a waning of die terms. See In re Mugnnv, 43 1 F ?dS8? 8<« ? 
USPQ 280, 289 (CCPA 1970) fly* cannot agree with the hoard that the« '^Umtm the ^< 
0i %vau ? cun w carned by the disclosed apparatus; are directed to non-statutory processes' 
merely becau.se some or aii the steps therein can also be carried out m or with the aid of the" 
amMia mnid 0T because it may be necessary tor one performing the accesses to think. . . .>. 



